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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the. time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be. negatived by the manner in which the invention was made. 

2. Claims 1 -4, 6-9 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Whittenmore (US 5,106,697) in view of Baxter (US 4,915,766) or 
vice versa for reasons of record set forth in a prior office action dated 09-25-06 in 
numbered paragraph 3, and for reasons set forth hereinafter. 

As for an added limitation in claim 1 , it is "preferred" in Baxter "to use an amount 
of acetone resin between about 10 to 50% by weight of the adhesive blend". This 
weight range clearly significantly overlaps the weight range recited in this claim. 
With respect to amended claim 1 1 , " about 9% by weight" (emphasis added) is 
clearly close enough to an amount of " about 10%" (emphasis added) by weight, 
that one skilled in the art would have reasonably expected for them to achieve 
substantially the same desired reaction/curing characteristics. In fact, if about 9% 
and about 1 0% by weight are taken to embrace plus and minus 0.1 of 9% and 
1 0% by weight, respectively, then the upper bound of the recited weight range 
overlaps with the lower bound of a weight range taught by Baxter. Equally 
important, while as has been noted above, it is preferred to use about 10-50% by 
weight of an acetone resin relative to an adhesive blend, there is clearly a 
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reasonable expectation of success for using an amount which is less than about 
1 0% by weight (say about 9 wt% acetone-formaldehyde of the blend) as 
evidence from following passage "[w]hile there is wide latitude in the relative 
proportion of the phenolic resin-to-acetone resin, it is preferred ..." (emphasis 
added; col. 6 lines 10-17). Note: claim 1 in Baxter requires using " about 0.1 1" 
(emphasis added) by weight of acetone-formaldehyde per 1 by weight of phenol- 
formaldehyde. This weight ratio translates to about 9.9 by weight of acetone- 
formaldehyde per weight of an adhesive blend. 

3. Claim 5 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over the 
references set forth in number paragraph 2 as applied to claim 2 above, and optionally 
further in view of Detlefsen (US 5,057,591 ) for reasons of record set forth in a prior 
office action dated 09-25-06 in numbered paragraph 4. 

4. Claim 1 2 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over the 
references set forth in numbered paragraph 2 as applied to claim 1 above, and further in 
view of Walser (US 5,234,747) or Park et al (US 6,569,279) for reasons of record set 
forth in a prior office action dated 09-25-06 in numbered paragraph 5. 

Response to Arguments 

5. Applicant's arguments filed on 04-1 8-07 have been fully considered but they are 
not persuasive. 

On page 8 full paragraph 1, Counsel has argued that, "... there would have been 
no expectation that adhesive characteristics taught in Whittenmore and Baxter as 
being advantageous with respect to plywood, could successfully overcome the 
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art recognized difficulties associated with LVL. " (bold-face added). It is 
respectfully submitted that, Counsel's argument is off-point. It is immaterial 
whether the collective teachings of prior art references would have suggested to 
one in the art of solving art recognized difficulties associated with LVL. What is 
essential in the issue of patentability under 35 U.S.C. 103(a) is "what would have 
been obvious to one of ordinary skill in the art at the time the invention was made 
in view of the sum of all the relevant teachings in the art, not in view of the first 
one and then another of the isolated teachings in the art." In re Kuderna, 165 
USPQ 575 (CCPA 1970). Moreover, the fact that applicant has recognized 
another advantage which would flow naturally from following the suggestion of 
the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & 
Inter. 1985). As for Counsel's argument regarding the amount of "a ketone- 
aldehyde cure promoter ... about 2% to about 15% by weight of the combined 
amount" of the adhesive blend, this weight range significantly overlaps with a 
with range of "about 10 to 50 of acetone-formaldehyde resin by wt% of the 
adhesive blend suggested by Baxter. 

As for Counsel's argument on page 8 last full paragraph to page 9 regarding 
claim 1 1, as has been noted, " about 9% by weight" (emphasis added) is clearly 
close enough to an amount of " about 10%" (emphasis added) by weight, that one 
skilled in the art would have reasonably expected for them to achieve 
substantially the same desired reaction/curing chracteristics. In fact, if about 9% 
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and about 1 0% by weight are taken to embrace plus and minus 0.1 of 9% and 
1 0% by weight, respectively, then the upper bound of the recited weight range 
overlaps with the lower bound of a weight range taught by Baxter. Equally 
important, while as has been noted above, it is preferred to use about 10-50% by 
weight of an acetone resin relative to an adhesive blend, there is clearly a 
reasonable expectation of success for using an amount which is less than about 
1 0% by weight (say about 9 wt% acetone-formaldehyde of the blend) as 
evidence from following passage "[w]hile there is wide latitude in the relative 
proportion of the phenolic resin-to-acetone resin, it is preferred ..." (emphasis 
added; col. 6 lines 10-17). Note: claim 1 in Baxter requires using " about 0.11" 
(emphasis added) by weight of acetone-formaldehyde per 1 by weight of phenol- 
formaldehyde. This weight ratio translates to about 9.9 by weight of acetone- 
formaldehyde per weight of an adhesive blend. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571) 

272- 1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Richard Crispino can be reached on (571) 272-1 1 71 . The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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